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GORDON DRY GIN CO., LIMITED, V. RIGHEIMER, ET AL. 435 
Gorpvon Dry Gin Co., Limirep, v. RiGHEIMER, ET AL. 
(258 Fed. Rep. 925) 
United States Circuit Court of Appeals, Seventh Circuit 
April 29, 1919 


Trapve-Marxs—Use or Bort es. 


Where a saloon keeper in selling drinks across his bar, made a prac- 
tice of pouring gin manufactured by appellant from one of appellant’s 
trade-marked bottles to another, such practice being general among 
saloon keepers and being due to the fact that drinkers prefer to pour 
their drinks at bars from nearly full bottles rather than from nearly 
empty ones, appellant’s trade-mark rights were not infringed. 


This was an appeal from the District Court of the United 
States for the Eastern Division of the Northern District of Illinois, 
in a suit by the Gordon Dry Gin Company, Limited, against John C. 
Righeimer and John C, Righeimer, a corporation. From a decree 
for defendants complainant appeals. Decree affirmed. 


George W. Tucker, for appellant. 
Frank S. Righeimer, of Chicago, Ill., for appellees. 


Before Baker and Atscuuter, Circuit Judges, and FirzHenry, 
District Judge. 


Baker, Circuit Judge: Appellant, maker of Gordon gin, sold 
its product only in trade-marked bottles. Appellees operated a saloon 
in Chicago, and bought Gordon gin from wholesale liquor dealers. 
In its bill appellant charged appellees with refilling appellant’s 
bottles with inferior gin of other makes. The master in his report 
reviewed the conflicting evidence, and found that appellant “has 
failed to sustain by a preponderance of evidence” the aforesaid 
charge. This finding, approved by the trial court, we will not dis- 
turb, because the record discloses a dispute of fact involving the 
weight and credibility of oral testimony. 

Under an amendment of its bill appellant contends that ap- 
pellees’ admitted practice of pouring Gordon gin from one of ap- 
pellant’s trade-marked bottles into another and selling drinks across 
the kar from the latter bottle is an infringement of appellant’s trade- 
mark rights. The master found that this practice was general 
among saloon keepers and was due to the fact that drinkers like 
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to pour their drinks at bars from nearly full bottles rather than 
from nearly empty ones. There was no deception of any one. 
Instead of diminishing appellant’s trade, the practice of acceding 
to drinkers’ preferences would have a tendency to increase, or at 
least to uphold, the consumption of Gordon gin. Manifestly ap- 
pellant intended that its bottles should be opened and the contents 
dispensed by the drink. If consumers at saloon bars will not take 
the last gill in a bottle, appellant’s theory of its legal rights would 
deprive appellees of property they had bought and paid for. The 
mere statement of the theory carries its own refutation, we believe. 
Coca-Cola Co. v. Bennett, 238 Fed. 513, 151 C. C. A. 449 [7 T. M. 
Rep. 159], has no bearing, in our judgment, upon such a situation 
as here is presented. 
The decree is affirmed. 


ScHULTE, ET AL. v. Cotorapo Tire & Leatuer Co., ET AL. 
(259 Fed. Rep. 562) 


United States Circuit Court of Appeals, Eighth Circuit 
May 13, 1919 


Uwnrarr CoMPETITION—SIMILARITY OF ADVERTISING MATTER. 

Where complainant charged defendant with unfair competition in 
the use of similar advertising literature describing a belt similar to 
that manufactured by complainant, but the evidence showed that, while 
the illustrations employed were somewhat alike, such literature would 
not deceive, and the defendant did not intend to deceive, the purchas- 
ing public into the belief that in buying from defendant they were 
securing the article made by complainant, the charge of unfair com- 


petition was not sustained. 
Appeal from the District Court of the United States for the 


District of Colorado. From a decree for defendants complainants 
appeal. Decree affirmed. 


C. R. Stickney (Otto F. Barthel and Barthel, Flanders & 
Barthel, all of Detroit, Mich., on the brief), for appellants. 
A. J. O’Brien, of Denver, Colo., for appellees. 


Before SANBorN, CarLANp and Stone, Circuit Judges. 
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Stone, Circuit Judge: Appeal from dismissal of bill for in- 
fringement of letters patent No. 965,250, issued to Varney K. 
Sturges, assignor to Joseph H. Schulte and Henry Kaiser, and for 
unfair competition by the use of advertising matter alleged to con- 
tain cuts and descriptive matter unfairly and deceptively similar to 
that put out by appellants. 

The patent was for an improvement in sectional leather belting 
for grooved pulley use. The essential elements of the three claims 
of the patent are included in claim 3, which is as follows: 


“Belting comprising a series of flexible longitudinally tapered elements 
whose wider ends form the outer face of the belt and whose inner tapered 
ends are beveled to form a continuous inner belt face, and rivets each secur- 
ing the broad end of one element to the bodies of two adjacent elements, 
each element being secured to adjacent elements by a pair of rivets, and the 
free inner end of each element overlapping the head of the adjacent rivet.” 


The breadth of these claims is very much limited by the action 
of the Patent Office and the patentee in connection with the granting 
of this patent, as shown by the file wrapper which was in evidence. 
That file shows that as originally applied for the patent consisted 
of four claims. Upon examination the entire application was re- 
jected by the examiner on the ground of anticipation by letters 
patent No. 378,686 to Hunt, and two English patents, No. 11,432 to 
Hallas, and No. 20,869 to Wiechmann. Thereupon, the applicant 
amended by canceling his first claim and by renumbering and making 
certain changes in the other three claims. In the old claim 4 (now 
3) there was a cancellation of the word “rounded” as descriptive of 
the wide or broad end of the leather elements. That change was of 
no consequence and could not have affected the allowance of the 
patent. The essential changes made by the amendments were by 
the addition to each of the old claims 2, 3, and 4 (now 1, 2, and 8) 
of the following: To the end of old claim 2 (now 1), “the free 
inner end of each strip overlapping the head of the adjacent rivet”; 
to the end of old claim 8 (now 2), “and being adapted to overlap 
the heads of the adjacent rivets”; to the end of old claim 4 (now 3), 
“and the free inner end of each element overlapping the head of 
the adjacent rivet.” It is clear that the sole difference between the 
rejected belt and that allowed is that in the latter the inner rivet 
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heads are covered by the small free end of the leather elements. 
By the acceptance of the action of the examiner upon the cited in- 
tcrferences and the later amendment which passed to allowance, the 
patent is limited by the citation so that it covers only the feature 
embodied in the amendment; that is, the covering of the inner rivet 
heads by the overlapping tip or end of the leather elements. Drum 
v. Turner, 219 Fed. 188, 191, 185 C. C. A. 74. 

For a few months, appellees employed this feature in their belts 
under the honest impression that they were licensees. Later, upon 
ascertaining their mistake, they adopted a belt substantially like 
appellants’, with the vital difference that the free inner end of each 
strip or element was cut off abruptly, so that it did not overlap the 
inner rivet head. This change abandoned the only feature pro- 
tected by appellants’ patent. It is said that, under extreme com- 
pression of appellees’ form of belt over small pulley wheels, the 
inner free end of the leather element would partially cover the rivet 
head. It is evident that the sole object of the change in form of 
the belt was to avoid this result, and that such avoidance is success- 
ful except partially in exceptional instances. There is no infringe- 
ment. 

During the period before appellees changed their belt by 
clipping off the leather tips which overlapped the inner ends of the 
rivets they were making a belt which clearly infringed appellants’ 
patent. The circumstance that they honestly believed themselves 
to be licensees under that patent does not prevent such action from 
being infringement where, as here, it is clear that the license was 
void. Therefore the appellants would be entitled to compensation 
for such infringement unless, as claimed by appellees, the patent 
was invalid. Appellees contend that this patent is anticipated in 
all respects other than the covering of the inner rivet heads by 
English letters patent No. 25,145 to Berisford, and that this ex- 
cepted feature is not patentable because it fills no useful function. 
Appellants’ answer to this is that, having claimed to act as licensees 
under the patent during this period of the infringement, appellees 
are estopped to deny the validity of the patent. The license here 
was issued to appellees by the patentee after he had assigned all 
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rights to appellants. The position of appellants is, therefore, that 
they can recover because the license was worthless for infringement 
of a patent which cannot be attacked by appellees because they 
honestly acted under that worthless license. There was never any 
license here. Appellees are not claiming any rights or protection 
under what they once supposed was a license. The rule invoked 
by appellants has no application to this situation. 

In our judgment, the patents cited by the examiner and the 
Berisford patent pleaded in the answer would anticipate all of the 
features of this patent except covering the inner rivet heads, even 
if the proceedings in the Patent Office did not estop appellants from 
claiming more than that feature. Appellees contend that this 
feature is not patentable because entirely lacking in utility. The 
patent here related to a belt for use upon a particular kind of 
pulley—one of grooved shape. The evidence is clear that the belt 
contact upon such a pulley must be at the sides of the pulley, and 
that to permit the belt to touch the bottom of the groove would neces- 
sarily weaken this contact, and therefore the operation of the belt. 
In short, the inner or bottom edge of the belt must be kept away 
from contact, so that the grip upon the sides may be undiminished. 
As the inner heads of the rivets are along the inner or bottom edge 
of the belt, and the belt passes over only the grooved wheels, it is 
clear that nothing touches these rivet heads, and therefore they 
need no protection. Covering the inner rivet heads could have no 
effect upon the operation of the belt or the protection of the rivet 
heads which run untouched. There is no useful function whatsover 
performed by extending the free inner ends of the tips to cover the 
rivet heads. No economy in manufacture is shown, and no practical 
reason why such construction should be preferable to the buying 
public. This is not urged as a design patent, and was not intended 
as such by the patentee. The patent is invalid because lacking 
utility. 

As to unfair. competition, the testimony showed that both par- 
ties used certain circulars and advertising matter. In some ways 
the illustrations were alike, being a partially unwound spool of 
belting, a cross-section of the belt on a grooved pulley, side and 
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top views of a piece of belting, and a continuous belt with or without 
an inclosed legend. None of these illustrations suggested any par- 
ticular brand or make of that character of belting, except in two in- 
stances, one of which inclosed a legend that arose from the wording 
of the inclosure. In the appellants’ that wording was “Detroit 
Leather Works—Flexo Laminated Belt—Detroit, Mich.,”’ while 
in the appellees’ that wording was, “Durable ‘V’ Shaped Belts,”’ 
with the word “patented” in the literature put out during the sup- 
posed license period. In other parts of appellants’ advertising they 
designated the belting as ‘“Flexo Laminated ‘V’ Shaped Belts.” The 
other instance was in the sectional view of the belt, which showed 
the inner rivet head covered in the appellants’ literature, and the 
same in appellees’ literature during the supposed license period, 
and in a single advertisement in a trade journal shortly after this 
period, which advertisement had been arranged for during that 
period. 

When appellees discovered that the license under which they 
were making and selling these belts was worthless, they ceased to 
overlap the inner rivet heads, and so showed in their sales literature 
and advertisements. As the patent on this feature was invalid, ap- 
pellees were not required to do this, and might have continued to 
put out and advertise the same kind of belts as made by appellants 
under their supposed patent, so long as they made no attempt to 
deceive the public into believing they were selling the product of 
appellants. But this circumstance is valuable, as showing that 
appellees distinguished their belt from that made by appellants. 
There is no such similarity in advertising or sales literature as 
would at any time have deceived, nor was there apparently any in- 
tention to deceive, the purchasing public into the belief that appellees 
were dealing in a belt made by appellants, so that the public would 
suppose, when they were buying from appellees, that they were 
getting a belt from appellants’ factories. 

The trial court found no unfair competition, and there is not 
only substantial evidence to sustain that finding, but there is no sub 
stantial evidence to the contrary. 

The decree should be affirmed. 
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Prest-O-Lite Co., INc., v. ACETYLENE WELDING Co., ET AL. 
(259 Fed. Rep. 940) 


United States District Court for the District of New Jersey 


August 8, 1916' 


1. Uwnrarr CompetitionN—Liasitity or Orricer oF Corporation. 

Where it appears that a corporation has become merely an aban 
doned shell, incapable of being made to respond for damages or to ac- 
count for profits, a director or officer of such corporation is liable, 
equally with the corporation, for damages to one injured by the latter’s 
acts of unfair competition and to account for profits which he has 
actually received. Such director or officer may also be restrained from 
engaging in such acts. 

Unrairn ComretitioN—Liapitiry oF Orricer oF CorporaTion—ACCOUNT- 

ING. 

It seems that an officer of a corporation cannot be held to account 


for profits which the corporation realized, but which he did not actually 
and personally receive. 


tw 


Suit in equity by the Prest-O-Lite Company, Incorporated, 
against the Acetylene Welding Company, Leonard Lorentowitz and 
John Lorentowitz. 


On final hearing. Decree for complainant. 


Keyes Winter, of New York City, for plaintiff. 
William Greenfield, of Newark, N. J., for defendants. 


Haieut, District Judge: The evidence conclusively establishes 
that the defendant, Acetylene Welding Company, for a considerable 
period of time before and after the filing of the bill in this case, 
was engaged in the practices which have heretofore been held by 
this court, in Prest-O-Lite Co. v. Bournonville, 259 Fed. ——-, ——. 

——, to constitute an infringement of plaintiff's trade-mark, as 
well as unfair competition. The plaintiff, as against that defendant, 
is therefore clearly entitled to an injunction as broad as that which 
was preliminarily granted in this case. But I am now convinced 
that the mere removing of the name “Prest-O-Lite” from tanks will 
not completely prevent deception on the purchasing public, to whom 
the appearance of the tank is often the controlling guide. Hence, 
I think that, in addition to the other precautions required to be taken 


‘Not previously reported. 
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to prevent deception, and which are mentioned in the preliminary 
injunction, the defendant must be required, before offering for re- 
sale any Prest-O-Lite tanks, which have been refilled by it, to paint 
them a different color than plaintiff uses. The plaintiff is also 
entitled to all damages which it has suffered by reason of the 
Acetylene Welding Company’s unlawful acts, and to an accounting 
of any profits which the latter has realized therefrom. Indeed, that 
the plaintiff is entitled to such relief is not seriously disputed. 

The important question is whether it is entitled to any relief 
against the two individual defendants. They were directors and 
officers of the defendant corporation during the time the unlawful 
acts were done. To understand their connection with the company, 
the extent of their participation in the unlawful acts, and thus to 
determine whether any relief may be afforded the plaintiff against 
them, it is necessary to consider the circumstances under which the 
company was incorporated and what transpired before. Prior to 
February, 1912, Camille Bournonville and his wife, Ida, began the 
business of refilling tanks which had been manufactured and placed 
upon the market by the plaintiff. A suit was thereupon instituted 
in this court against them by the plaintiff, alleging that in doing 
so they were infringing certain patents of which the plaintiff was 
the licensee, and a preliminary injunction was granted therein. In 
February of the following year. that injunction was dissolved, be- 
cause of a decision of another court that the patents, upon which 
the suit was based, had expired. Shortly after the injunction was 
dissolved, the place of business in which the Bournonvilles had been 
carrying on their business was destroyed by an explosion. They 
then began the erection of a new plant, and, being in need of capital 
to complete it, they induced the defendant Leonard Lorentowitz 
to invest some money in the business. This he did to the extent of 
$2,500. The other Lorentowitz, who is a son of Leonard Lorento- 
witz, invested nothing. 

Before the corporation was formed, and on July 1, 1913, a suit 
was instituted against the Bournonvilles to restrain them from re- 
filling tanks originally placed upon the market by the plaintiff, 
without in all cases removing from such tanks the word ‘“Prest-O- 
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Lite’ wherever it appeared thereon, and on July 18th, a preliminary 
injunction was granted by this court to that effect. On July 20th 
the defendant corporation was formed. The incorporators were 
the two Bournonvilles and the two Lorentowitzes. One-half of the 
capital stock was divided equally between the Bournonvilles, and the 
remaining one-half between the Lorentowitzes; the son apparently 
taking only one share to qualify him as a director. The directors 
were the incorporators. Camille Bournonville was the president 
and general manager. Leonard Lorentowitz was the treasurer and 
signed all checks, and John Lorentowitz was the secretary. The 
company carried on business under this management and with these 
officers and directors until the month of September, 1914, when a 
final decree was entered in the suit pending in this court against 
the Bournonvilles, adjudging that the refilling of tanks originally 
placed upon the market by the plaintiff, without removing the name 
“Prest-O-Lite” therefrom, was unlawful. Shortly thereafter Camille 
Bournonville retired from active participation in the business, and 
in April of the following year his stock, as well as that of his wife, 
was purchased by Leonard Lorentowitz. During all of the period 
of time in which Bournonville was in control, the defendant was un- 
doubtedly doing the acts which the preliminary injunction forbade 
the Bournonvilles to do. In addition there was maintained at the 
side of the plant a large sign, on which the word ‘“Prest-O-Lite”’ 
was conspicuous, announcing that “Prest-O-Lite tanks” were there 
exchanged. 

According to the testimony of Lorentowitz the elder, as well 
as his son, from the time Bournonville left until January, 1915, a 
daughter of Lorentowitz was in charge at the plant and very little 
business was done. Undoubtedly during this latter period Leonard 
Lorentowitz was in sole and active control of the business. It is 
true that he testifies that he took very little interest in it; that he 
gave instructions that it was to be conducted in strict compliance 
with the decree in the Bournonville suit, and supposed that they 
were being carried out. Yet the evidence leaves no doubt in my 
mind that during that time considerable business was done; that a 
great majority, if not all of the tanks which were refilled and sold, 


{ 
) 
| 





444 NINE TRADE-MARK REPORTER 


did not have the name ‘“Prest-O-Lite” removed therefrom; that 
the before-mentioned sign was retained; and that all of this was 
done with the consent and knowledge of Leonard Lorentowitz. He 
admits that he daily visited the plant, and it is inconceivable that, 
with only his daughter in charge, he did not know what was going 
on. I think that he felt secure under the delusion that he could 
shield himself under the cover of the corporation. In January he 
placed a man named Schubert in charge of the business, and there- 
after it was conducted, up to and subsequent to the filing of the bill 
of complaint in this case, in the same manner as theretofore. 

During this latter period of time, also, I have no reasonable 
doubt that Leonard Lorentowitz knew what was being done and 
was an active participant therein. He then was the only person 
having any financial interest in the concern, who was taking an 
active part in the management thereof. The corporation’s acts were 
his acts, and whatever benefit, if any, was derived therefrom would 
and did inure to him. It also appears that the corporation is now 
nothing but an abandoned shell, incapable of being made to respond 
for damages or to account for profits. Under these circumstances 
the rule is firmly established that a director or officer of a corpora- 
tion is liable, equally with the corporation, for damages to one in- 
jured by the latter’s acts of infringement, and to account for profits 
which he has actually received. National Cash Register Co. v. 
Leland, 94 Fed. 502, 507, et seq., 37 C. C. A. 372 (C. C. A. Ist 
Cir.); Cahoone Barnet Mfg. Co. v. Rubber ¢ Celluloid Harness 
Co., 45 Fed. 582 (C. C. N. J.); Sazlehner v. Eisner, 140 Fed. 938 
(C. C. S. D. N. Y.); Howard v. St. Paul Plow Works, 35 Fed. 
743 (C. C. Minn.); Smith v. Standard Laundry Machinery Co., 
19 Fed. 826 (C. C. S. D. N. Y.); Peters v. Union Biscuit Co., 120 
Fed. 679, 686 (C. C. E. D. Mo.). See, also, Belknap v. Schild, 
161 U. S. 15, 16 Sup. Ct. 443, 40 L. Ed. 599; Clark Thread Co. 
v. William Clark Co., 55 N. J. Eq. 658, 37 Atl. 599. The above 
authorities are cited as merely representative and by no means in- 
tended to be comprehensive. 

The plaintiff is therefore entitled to the same perpetual in- 
junction against Leonard Lorentowitz as it is against the Acetylene 
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Welding Company, and to recover from him any damage which it 
suffered by reason of the acts of the corporation, after Bournonville 
retired from the management of the business. During the time that 
Bournonville was in control, I am not satisfied that Leonard Loren- 
towitz had such a personal participation in the conduct of the busi- 
ness as to make him liable to respond in damages to the plaintiff; 
but if, during that time, he received any profits by reason of the 
unlawful acts of the corporation, I can conceive of no reason why 
he should not be required to account for them. They would be the 
result of an invasion of plaintiff's property rights, and Lorentowitz 
cannot, in justice and equity, have a greater right to them than the 
corporation which earned them, and through which he, as one of the 
members of the corporate body, received them. There can be no 
doubt of his liability to respond for any profits which he received 
during the time that the business was under his control. It is true 
that he testifies, as does his son and Bournonville, that no profits 
were realized. Of course, if such is the case, an accounting would 
be a useless formality and an unnecessary burden to place upon that 
defendant; however, as I stated during the trial, in the absence of 
any books or means at hand whereby the plaintiff could at that time 
refute their testimony in this respect, I feel that an accounting 
should be ordered if the plaintiff desires it, so that the latter may 
there have the opportunity of establishing, if possible, that any 
profits were realized. If, however, on such an accounting, it is not 
established that Leonard Lorentowitz received profits, the cost of the 
reference must be borne by the plaintiff. 

I do not attempt to decide definitely at this time whether Lo- 
rentowitz can be held to account for profits which the corporation 
realized, but which he did not actually and personally receive, be- 
cause that question has not been argued in this case, but, I under- 
stand, is to be argued before me shortly in the Bournonville Case. 
I see no impropriety, however, in stating that, on my present in- 
formation, I cannot understand how one can be charged with profits, 
as distinguished from damages, which he did not receive, and such, 
I think, is the authoritative rule. Belknap v. Schild, supra; Clark 
Thread Co. v. William Clark Co., supra. I cannot find that John 
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Lorentowitz took any such part in the operation of the business as 
to make him responsible for the corporation’s act. There is, it is 
true, evidence which would connect him with certain isolated trans- 
actions, and which might make him responsible to that extent as an 
infringer of the plaintiff's trade-mark; but, upon the whole, I do 
not think the plaintiff had sustained the burden of establishing that 
his connection with the business or his acts were such as to make 





him responsible in damages, certainly not to account for any profits. 
A decree will be signed in accordance with these conclusions. 


EastMAN Kopak Co. v. WarREN 
(178 New York Supp. 14) 


Supreme Court of New York, Special Term, Monroe County 


July 26, 1919 
(Syllabus by the Court) 





























INJUNCTION—PeNDENTE Titre ror Enticinc Servant To Leave ror 

Hiener Waces Deniep. 

An injunction pendente lite will not be granted to restrain the s0- 
licitation of the employees of a competitor, where the only inducements 
were higher wages, better conditions, and increased opportunities of ad- 
vancement, and the employees were not under a contract for any 
definite period of employment, and no fraudulent or unlawful means 
were used for that purpose. 

3. Insunction—To Enrorce Contract Not to Enter Competitors’ Em- 
ploy Denieb. 

An injunction pendente lite will not be granted to enforce a nega- 
tive covenant not to enter tue employ of a competitor within the United 
States, except Alaska, during a period of two years after the employ- 
ment shall cease, where it is not necessary to the protection of the 
covenantee, reasonable and equitable under the facts of the case. 

3. InNgsuncTION—PeENpDENTE Lite to Ewnrorce Contract Not to ENTER 

Competitors’ Emptoy Dentep Wuere PriaintirrF Hap Monopory. 

An injunction pendente lite will not be granted to enforce such a 
negative covenant not to enter the employ of a competitor, where the 
covenantee has a substantial monopoly of the production of motion 
picture raw film stock, the term of employment has expired, and the 
occupation of the employee is that of an emulsion coater, of which the 
covenantee has many others in its employ and can readily secure a 

substitute. 
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4. InNsuNcTION—GRANTED PeNnveNTE Lite as TO TRADE SECRETS. 
An injunction pendente lite will be granted to restrain the dis- 
closure of secrets of manufacture, although the negative covenant of 


employment in the contract of employment will not be enforced, pend- 
ing the determination of the action. 


Suit for injunction. On motion and affidavits to vacate a 


temporary injunction granted ex parte. Temporary injunction 
modified. 


Ingraham, Sheehan & Moran, of New York City (George L. 
Ingraham, of New York City, of counsel), for the motion. 

Hubbell, Taylor, Goodwin & Moser, of Rochester (W. S. Hub- 
bell, of Rochester, of counsel), opposed. 


Ropvenseck, J.: This action is brought for an injunction re- 
straining the defendant, Powers Film Products, Incorporated, among 
other things, from soliciting any of the employees of the plaintiff, 
and particularly from employing the defendant Warren, a former 
employee of the plaintiff, and restraining the defendant Warren 
from working for the defendant company, and from disclosing any 
of plaintiff's secrets of manufacture. The controversy relates espe- 
cially to the manufacture of motion picture film raw stock, used by 
producers of motion pictures. The plaintiff is engaged in the manu- 
facture of this stock for the trade generally, while the defendant 
company is manufacturing it for picture producing companies in- 
terested in its corporation. The plaintiff is the largest manufacturer 
of raw film stock in the world, and since 1914 has made practically 
all of the raw film stock used in this country, and much of that which 
was used abroad. The defendant company claims in its prospectus 
that the plaintiff sold approximately 750,000,000 feet of such raw 
stock a year, and that the greater portion of its annual profits of 
$14,500,000 came from this source. So extensive had the plaintiff's 
business in photographic supplies become that it was declared by 
the federal courts to be an illegal monopoly under the Sherman 
Anti-Trust Law (Act July 2, 1890, c. 647, 26 Stat. 209 [U. S. 
Comp. St. §§ 8820-8823, 8827-8830]). United States v. Eastman 
Kodak Co. (D. C.) 226 Fed. 62; Id. (D. C.) 230 Fed. 522. 

The defendant company claims that it was organized by per- 
sons interested in the picture producing end of the motion picture 
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business, and that its output is all used by companies with which the 
president of the defendant company is connected; that prior to the 
European War these corporations imported large quantities of mo- 
tion picture film raw stock from Europe, paying for this and other 
raw stock as high as $75,000 a week; and that after the outbreak of 
the war the supply from abroad was entirely cut off and that the 
defendant company was organized to supply the needs of these com- 
panies. The defendant company is occupying a plant formerly 
owned by the Sensitized Products Company, another company which 
sought to produce raw film stock in the city of Rochester, and the 
coating machine used by the defendant company is the same one 
formerly used by the Sensitized Products Company. The defendant 
company, it is claimed by the plaintiff, among other. things, is using 
illegal methods to secure plaintiff's employees, and has employed 
the defendant Warren, and that the defendant Warren is in pos- 
session of secrets of manufacture which he should be restrained 
from disclosing. 

The defendant company claims the right to obtain its help from 
any source by any lawful means; that the coating of film is not a 
secret process, but is well known; that the defendant Warren has 
none of plaintiff's secrets of trade, has disclosed none, and that the 
effort of the plaintiff to secure an injunction in this action is 
directed toward preserving a monopoly, by unlawfully attempting 
to restrict the employment of its help after the termination of their 
employment. It attacks as unlawful the provision in defendant 
Warren’s contract with plaintiff, made October 29, 1915, under 
which he agreed that, for a period of two years after leaving the 
employ of the plaintiff, he would not engage or be employed, within 
the United States, except Alaska, in any photographic business, 
and as tending to create a servitude of employment and perpetuate 
what the federal courts have condemned. 

A temporary injunction was granted ex parte with the issuance 
of the summons, and this is a motion, upon notice and affidavits, to 
vacate the same. 

The plaintiff has not made out a case for an injunction against 
the defendant company. The allegations of fact set forth in the 
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complaint, stripping the complaint of its conclusions of law, which 
are not to be considered on this motion (De Jong v. Behrman Co., 
148 App. Div. 87, 131 N. Y. Supp. 1083), do not show that the 
defendant company, with respect to soliciting employees of plain- 
tiff, did anything that it did not have the legal right to do. There 
is no legal restraint upon the use of lawful means to secure help 
from any source. These means consist of offers of higher wages, 
improved conditions and better prospects of advancement, and any 
restraint in this respect would seriously interfere with the rights 
of employers and employees alike, and seriously affect the develop- 
ment of new enterprises and the growth and well-being of society. 
It is a matter of common knowledge that these means are used every 
day, and any restraint by the courts would interfere with the 
natural law of supply and demand. 

The allegations of fact in the affidavits submitted by the plain- 
tiff as to the conduct of the defendant company in relation to solicit- 
ing plaintiff's employees describe nothing that is unlawful, and these 
allegations and those in the complaint are not strengthened by any 
characterization of them by the plaintiff as unwarranted or unlaw- 
ful, or as having been committed with any unlawful design or 
intention. Warren was not under contract for a definite period, 
being employed from week to week, and had the right to quit when- 
ever he desired to do so. When he left the plaintiff's factory, he 
was not guilty of any breach of his contract. There is no allega- 
tion in the complaint or in the affidavits that the other employees 
claimed to have been approached were employed for a definite 
period. The plaintiff seeks.to hold these employees to their nega- 
tive covenants and otherwise, and yet has given them no definite 
period of employment, except from week to week. The defendant 
Warren says that he applied to the defendant company for work, 
and was not solicited. No relief will be granted for alleged en- 
ticement of help, where the employee is not under a definite period 
of employment (Posner Co. v. Jackson, 223 N. Y. 825, 331, 119 
N. E. 578), and even then it must appear that the means used were 
fraudulent or otherwise wrongful, amounting to a tort (De Jong 
v. Behrman Co., supra). The right to solicit help of another em- 
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ployer is one of which undoubtedly the plaintiff has availed itself 
in the past, and, if not fairly and liberally enforced by the courts, 
would create a servitude of employment that would be intolerable 
and would soon lead to serious consequences. 

The claim to a temporary injunction restraining the defendant 
company from using any of the trade secrets of plaintiff, or disclos- 
ing any communicated to it by defendant Warren, is equally un- 
founded, as there is no allegation that there has been any such use 
or disclosure; but, on the contrary, the allegations on the part of 
the defendants are that they know no such secrets and that none 
have been disclosed. To entitle plaintiff to such an injunction 
against the defendant company, it must at least allege, if not show 
by substantial facts, that secrets of manufacture which have been 
learned have actually been disclosed. In the original complaint 
it was not even alleged that the defendant Warren had learned any 
of plaintiff's secrets of manufacture, but in the amended complaint 
this omission is supplied. ‘The defendant company contends that 
the work in which Warren was engaged, that of coating film, is done 
by a machine, and is a simple and not a secret process, and this is 
borne out by the statements of Warren himself. Under the com- 
plaint, and the allegations in the affidavits, the plaintiff is not en- 
titled to a temporary injunction restraining the defendant company 
from soliciting plaintiff's employees as prayed for, or from using 
or disclosing alleged secrets of manufacture, since it does not ap- 
pear that any were imparted to it. 

The injunction against the defendant Warren’s working for 
the defendant company is not sustained by the proofs submitted, and 
should be eliminated from the restraining order. The claim of 
plaintiff is based upon the defendant Warren’s contract of employ- 
ment. The one made December 28, 1911, contained no clause pro- 
hibiting his employment after the termination of his contract, but 
that made October 29, 1915, provides, as stated, that he will not 
work within the United States, except Alaska, for any manufacturer 
of photographic supplies within two years after leaving plaintiff's 
employ, and that he will not reveal any of plaintiff's secrets of 
manufacture. The two-year limitation was undoubtedly designed 
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to preserve with more certainty plaintiff’s secrets of manufacture, 
but it also serves to debar the defendant Warren from using the 
skill and experience which he acquired in his employment, and 
which are not covered by the prohibition against revealing secrets 
of manufacture. The defendant Warren was employed by the 
plaintiff for a period of about ten years, and by the clause in the 
contract referred to he is prohibited for two years from earning 
a livelihood in his chosen occupation, except in Alaska or abroad. 
It is no answer to the harshness of this provision to say that he can 
work at something else. Employees such as he cannot easily shift 
from one occupation to another, and such a provision operates to 
keep employees bound hand and foot to their employers, so that they 
cannot better their occupational circumstances, and is for that reason 
a serious restraint upon employment. ‘The common law prohibited 
such contracts, and this rule has been modified only to a limited ex 
tent. The modification, however, has not gone to the extent of 
legalizing all contracts, though mutual in their terms and based 
upon a consideration, which limit the right of an employee to enter 
employment in the same line of business to which the contract 


relates. 


“As a general rule, equity will not interfere to restrain by injunction a 
violation of a restrictive covenant in relation to personal services.” Stro- 
bridge Litho. Co. v. Crane, 12 N. Y. Supp. 898, 899." 

There are certain exceptions, in which equitable relief by in- 
junction will be granted; but in order to secure that relief it must 
be plain that the case comes within the exceptions, and does not fall 
within the general rule which is designed to protect society against 
the evils of unjust and unreasonable contracts of employment. The 
law favors the growth of new and additional enterprises and is 
opposed to a monopoly of manufacture, trade, business, or employ- 
ment. It encourages the fullest and fairest opportunity for busi- 
ness enterprises to develop and the greatest freedom of action of 
employees in seeking to better their employment, and condemns, 
both by the general opinion of judges, represented by the common 


* Reported in full in the New York Supplement; reported as a memo- 
randum decision without opinion in 58 Hun. 611. 
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law, and by public opinion, represented by federal and state statutes, 
any combination operating to interfere with the free development of 
these principles. 

After the bulk of the cases upon this subject have been ex- 
amined, the general conclusion is irresistible that a temporary in- 
junction will be granted in this class of cases only where it is 
necessary, reasonable and equitable to protect the interest of a 
covenantee. 

“A party is never entitled to an injunction as a matter of right. 
Whether a court of equity will exercise its power in granting such relief al- 
ways depends upon the facts peculiar to each case. It will never be granted, 
unless the court, in the exercise of a sound discretion, concludes that such 
relief is necessary in order to prevent irreparable injury.” Mahler Co. v. 
Mahler, 160 App. Div. 548, 145 N. Y. Supp. 764. 

Upon this broad principle all of the cases may be harmonized, 
although there may appear in isolated cases to be an apparent error 
of judgment in applying this principle. The principle upon which 
equitable relief is denied, and the absence of necessity and the lack 
of reasonableness which forecloses injunctive relief, varies with the 
facts and circumstances of each case. In some cases the rank of 
the employee is emphasized, and in other cases the absence of any 
other relief or the damage that may be occasioned is the determining 
factor. “Damage done, rather than rank of employee,” said Judge 
Pound in one case, will control the right to injunctive relief in these 
cases. Witkop & Holmes Co. v. Great A. & P. Tea Co., 69 Misc. 
Rep. 90, 124 N. Y. Supp. 956. In some cases the contract has been 
refused enforcement because of its want of reciprocal obligations 
(Lawrence v. Dizey, 119 App. Div. 295, 298, 104 N. Y. Supp. 516; 
Dockstader v. Reed, 121 App. Div. 846, 106 N. Y. Supp. 795; Star 
Co. v. Press Pub. Co., 162 App. Div. 486, 147 N. Y. Supp. 579), 
or where the provisions of the contract sought to be enforced were 
harsh and inequitable (Gilbert v. Wilmer, 102 Misc. Rep. 388, 168 
N. Y. Supp. 1043; Witmark & Sons v. Peters, 164 App. Div. 366, 
149 N. Y. Supp. 642; Tolman v. Mulcahy, 119 App. Div. 42, 103 
N. Y. Supp. 936; Mahler v. Mahler, supra). Other cases have 
refused enforcement of such a covenant, because a substitute could 
be readily obtained for the delinquent employee. W. J. Johnston 
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Co. v. Hunt, 66 Hun. 504, 21 N. Y. Supp. 314; Dockstader v. Reed, 
supra. In still other cases the denial of the relief was based upon 
the conclusion that the negative covenant against accepting other 
employment was void. Witkop & Holmes Co. v. Boyce, 61 Misc. 
Rep. 126, 112 N. Y. Supp. 874; Gilbert v. Wilmer, supra; W. J. 
Johnston Co. v. Hunt, supra. 

In all of the cases where relief has been granted by injunction 
under clauses similar to that involved in this case, the court reached 
the conclusion that the covenantee was entitled to relief because 
under the facts and circumstances of the case it was necessary, 
reasonable and equitable that the relief should be granted. Thus, 
covenants made, upon selling a business, not to enter into a com- 
peting business, have been sustained, as such relief was necessary 
to preserve in the vendee the fruits of the sale. Tode v. Gross, 127 
N. Y. 480, 28 N. E. 469, 18 L. R. A. 652, 24 Am. St. Rep. 475; 
Wood v. Whitehead Bros. Co., 165 N. Y. 545, 59 N. E. 357; 
Diamond Match Co. v. Roeber, 106 N. Y. 473, 13 N. E. 419, 60 
Am. St. Rep. 464. Covenants against soliciting special lists of cus- 
tomers of a former employer have been sustained uniformly, as 
otherwise an employee might seriously impair, if not destroy, the 
business of his former employer. Witkop & Holmes Co. v. Great 
A. & P. Tea Co., supra; Davies v. Racer, 72 Hun. 43, 25 N. Y. 
Supp. 298; Witkop & Holmes Co. v. Boyce, supra; Mutual Milk & 
Cream Co. v. Heldt, 120 App. Div. 795, 105 N. Y. Supp. 661; 
Mutual Milk & Cream Co. v. Prigge, 112 App. Div. 652, 98 N. Y. 
Supp. 458; N. Y. Wet Wash Laundry Co. v. Unger, 170 App. Div. 
761, 156 N. Y. Supp. 598; People’s Coat, Apron & Towel Supply 
Co. v. Light, 171 App. Div. 671, 157 N. Y. Supp. 15; Eastern 
N.Y. Wet Wash L. Co. v. Abrahams, 173 App. Div. 788, 160 N. Y. 
Supp. 69. 

Persons performing unique, special, or extraordinary services, 
such as great actors, artists and musicians, have been restrained, 
since their places cannot be filled, and injunctive relief is usually 
the only substantial relief that can be obtained. Lumley v. Wagner, 
1 De G., M. & G. 604, and similar cases. Likewise persons who 
discharge important relations toward a business enterprise, such as 
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managers and experts, will be enjoined, as their places cannot 
readily be supplied. McCall Co. v. Wright, 198 N. Y. 143, 91 
N. E. 516, 31 L. R. A. (N. S.) 249; Magnolia Metal Co. v. Price, 
65 App. Div. 276, 72 N. Y. Supp. 792; Todd Protectograph Co. v. 
Hirschberg, 100 Misc. Rep. 418, 165 N. Y. Supp. 906. In many 
other cases that do not fall under these well-recognized heads the 
courts have restrained the employee from disclosing or using trade 
or confidential information, but have refused to restrain him from 
entering other employment, although contrary to the terms of his 
contract. Witkop & Holmes Co. v. Boyce, supra; Gilbert v. 
Wilmer, supra; W. J. Johnston Co. v. Hunt, supra; Tolman v. 
Mulcahy, supra; N. Y. Wet Wash Laundry Co. v. Unger, supra; 
Clark Paper & Mfg. Co. v. Stenacker, 100 Misc. Rep. 173, 165 
N. Y. Supp. 367, modified 183 App. Div. 915, 170 N. Y. Supp. 1073. 
The question in this case, therefore, is, assuming this clause of the 
contract to be valid, whether or not a temporary injunction is a 
just and proper exercise of the discretion of the court, and this 
depends upon whether or not such relief is necessary, reasonable 
and equitable under the facts and circumstances of the case. 

The facts in this case show that the services rendered by the 
defendant Warren are not such that they cannot be replaced readily 
by the plaintiff, and that the enforcement of the restrictive covenant 
as to employment is unnecessary to protect the plaintiff. It ap- 
pears that the plaintiff has in its extensive plant 13 assistant coaters, 
which was the position occupied by the defendant Warren, with 
head coaters, the number of which is not stated. The defendant 
company has been producing motion picture film, and of course has 
emulsion coaters, just as the plaintiff has these coaters in its plant. 
There are other film manufacturers, all of whom must employ emul- 
sion coaters, and the same line of work is performed by those who 
are engaged in the manufacture of photographic paper, in which 
there is a much greater competition than there is in the manufacture 
of motion picture film. It is apparent that there must be in this 
country and in this state a large number of men who are familiar 
with the work of coating photographic paper and motion picture 
film, and that this employment is not a unique, special, or extra- 
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ordinary employment, or even one requiring individual or peculiar 
qualifications, as those terms are understood in the law of this case. 
A coater in a photographic establishment does not sustain the rela 
tion to that establishment that a great chemist or a great manager or 
other expert does toward a manufacturing plant. He is, for the 
purposes of the controversy in this action, so far as the proofs 
show, and for the purposes of temporary injunctive relief, an 
ordinary and usual employee. The affidavits show that the process 
of coating is a comparatively simple one, and that the plaintiff can 
readily secure all the assistant coaters it needs from its other de 
partments, and that the enforcement of the restrictive covenant is 
not necessary to its protection in this respect. Nor is it necessary 
that the plaintiff should have a specific performance of the negative 
covenant against other employment to protect its secrets of manu 
facture. The defendant Warren cannot be enjoined from using his 
skill and experience, and these secrets can be revealed, if there is a 
disposition to do so, quite as effectually without as with employment 
on his part. 

The enforcement of the restrictive covenant, under the cir 
cumstances of this case, considering the interests of the parties and 
the public, would also be unreasonable. 13 C. J. 473. The law is 
based upon reason and common sense, and not upon arbitrary rules. 
In the first place, the defendant company has gone beyond the ex- 
perimental stage of the manufacture of motion picture film and is 
actually producing large quantities of such film. It alleges that it 
is producing 3,000,000 feet per month, and that it has orders for 
more than it can fill. It has been operating its plant for some time, 
has a very large investment in it and claims to be producing as high 
a grade of film as the plaintiff. The plaintiff, on the other hand, 
emphasizes that it occupies 150 acres of land and has 100 or more 
buildings, with 8,000 or more employees, and yet contends that its 
business will be affected if an assistant emulsion coater, earning 
$26 a week, with some additional allowances, is permitted to work for 
a competitor. The original complaint states that since 1914 the plain- 
tiff has manufactured practically all of the motion picture film, 
amounting to millions of feet per month, used in the United States, 
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and a large amount of motion picture film used elsewhere. The 
amended complaint omits this statement, but it is by reference re- 
peated in one of the affidavits, and this motion is made upon both 
the original and the amended complaint, and the moving papers 
on this motion allege that the plaintiff is, and has been declared by 
the courts to be, a monopoly, and that the contract under review in 
this case is designed to perpetuate that monopoly. 

It is evident that the plaintiff’s business will not be seriously 
affected by any competition of the defendant company and that this 
case does not come in that class of cases where by reason of special 
circumstances the competition was unfair. The defendant Warren 
is only an assistant coater, receiving a salary, with some allowances 
which bring the amount up to $30 a week, which is not more than 
an ordinary skilled mechanic obtains in any line of work. It is 
hardly to be presumed that a man who has been employed in a 
factory such as the plaintiff’s for a period of ten years and receives 
such compensation is possessed of many of the secrets of manufac- 
ture of which the plaintiff claims to be the sole owner. He operated 
a coating machine at times and at other times he was a mere as- 
sistant. This process of coating consists of placing a sensitized 
emulsion upon a celluloid base by means of a machine. It is evident 
that other manufacturers of photographic paper and film must have 
occasion to use some sort of coating machine and must employ 
coaters to operate those machines. It appears, therefore, that there 
are coating machines in general use, so that all that the plaintiff can 
claim is that there are some special features about its coating ma- 
chines that are not generally known and that there is some manipula- 
tion or method of coating with its machine that is not known outside 


of the factory. The defendant company, too, has its coating ma- 


chine and its coaters, and it is likely that it also has special features 
for doing this work; but both companies claim to be producing a 
product which is available for motion pictures, by whatever means 
the result may be attained. The defendant company may use the 
defendant Warren in the coating of its film, without the use in the 
slightest respect of any knowledge that he may have of the special 
methods of coating in the plaintiff’s factory, and he cannot be re- 
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strained from using his skill and experience, wherever obtained. 
Peerless Pattern Co. v. Pictorial Review Co., 147 App. Div. 715, 
132 N. Y. Supp. 37; 8. W. Scott & Co. v. Scott, 186 App. Div. 518, 
174 N. Y. Supp. 583 [9 T. M. Rep. 256]. 

The enforcement of the restrictive covenant would also be con- 
trary to well-established principles of equity. The relief sought 
against the defendant Warren, restraining him from entering the 
employ of a competitor, is in the nature of a specific performance of 
his contract. The plaintiff in this action asks the court by injunc- 
tion to compel him to live up to his contract. Where the employee 
is under contract for a definite term and quits before the term ex- 
pires, the nature of the relief sought by specific performance is 
quite apparent, and to a modified degree the same end is sought 
where the contract has expired and the covenant applies to a limited 
period thereafter. The employer cannot compel the employee to 
continue to work for him, any more than he can be forced to retain 
his services; but by seeking to restrain him from entering the em- 
ployment of a possible competitor he is endeavoring to preserve to 
himself, so far as he can, the terms of his contract. The conscience 
of the court is not stirred by the appeal of one who has broken the 
terms of his employment and quit before the end of his contract as 
in the Todd & Clark Paper & Manufacturing Company and other 
cases, but its sympathies go out to a man who has not broken his 
contract and is nevertheless barred without sufficient reason from 
earning a livelihood in his chosen occupation. 

Specific performance being the gist of the action, the equitable 
relief by injunction may be granted, where the employer cannot 
secure a substitute and has no adequate remedy; but where a sub- 
stitute can be obtained he does not need the unusual remedy by 
injunction, but can secure adequate relief by way of damages, if 
any have been sustained. For this reason the remedy by injunction 
is usually confined to cases where the service contracted for is 
unique, special and extraordinary, or special and individual, which 
the employer cannot obtain at all, or cannot readily obtain, and is 
not extended to positions like that of defendant Warren, which can 


be easily supplied. Restrictive clauses in contracts of employment, 
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such as the one in suit, are not enforced as a matter of course; and 
when the facts show, as they do in this case, that the covenant is 
unnecessary, unreasonable and inequitable, temporary relief by way 
of enforcement will not be granted, pending a trial, until the facts 
relating to the nature of the employment and the existence of the 
alleged secrets of manufacture can be determined. 

While the restrictive covenant of employment in such a case 
as the one at bar will not be enforced, the employee nevertheless will 
be restrained temporarily from disclosing alleged secrets of manu- 
facture or confidential information until the case can be tried. This 
course does the employee no harm and protects the employer in the 
secrets of his business. The right to this relief does not depend 
upon the contract and is wholly independent of its validity. Courts 
of equity will restrain a party from making disclosures of secrets 
communicated to him in a confidential employment, and it matters 
not, in such cases, whether the secrets be trade secrets, or secrets 
of title, or any other secrets of the party important to his interest. 
Story, Equity Jur. § 952; High on Injunctions, vol. 1, § 19 (4th 
Ed.). This doctrine has been applied in numerous cases to secret 
processes or formule of manufacture. Eastman Kodak Co. v. Reich- 
enbach, 79 Hun. 188, 29 N. Y. Supp. 1143; T’ode v. Gross, supra; 
Tabor v. Hoffman, 118 N. Y. 30, 23 N. E. 12, 16 Am. St. Rep. 740; 
National Gum & Mica Co. v. Braendly, 27 App. Div. 219, 51 N. Y. 
Supp. 93; Little v. Gallus, 39 App. Div. 646, 57 N. Y. Supp. 104; 
Eastern Extracting Co. v. Greater N. Y. Extracting Co., 126 App. 
Div. 928, 110 N. Y. Supp. 738. This view was taken by the Ap- 
pellate Division of the Fourth Department in the case of Clark 
Paper & Mfg. Co. v. Stenacker, supra, where the court held that the 
defendant should be restrained from soliciting orders for plaintiff's 
competitor from customers of the plaintiff and from disclosing the 
methods or processes of plaintiff's business and the names of its 
customers, but not from entering the employ of a competitor. 
Mahler Co. v. Mahler, supra. 

In Witkop & Holmes Co. v. Boyce, supra, affirmed 131 App. 
Div. 922, 115 N. Y. Supp. 1150, the court granted a temporary in- 
junction restraining the defendant from interfering with plaintiff's 
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business and making use of plaintiff’s list of customers and from 
soliciting orders from them, and said, with reference to the clause 
in the contract prohibiting the defendant from engaging to work for 
a competitor for a period of two years after the termination of the 
employment, that “the contract will undoubtedly be refused enforce- 
ment in a court of equity.” 61 Misc. Rep. 135, 112 N. Y. Supp. 
881. In New York Wet Wash Laundry Co. v. Unger, supra, where 
a restrictive covenant prohibited an employee from accepting similar 
employment in a certain locality for one year, the only relief granted 
was an injunction restraining him from soliciting or collecting wash 
from any person who was a customer of the plaintiff while the de- 
fendant was in its employ. There are cases in which the re- 
strictive covenant against entering the employ of another was en- 
forced, where the employee violated his contract by leaving before 
the expiration of his term of employment, which is a strong equitable 
feature not involved in the present case, where it is sought to enforce 
such a covenant after the term of employment has legally ceased. 
There is also a wide distinction between those cases where the em- 
ployee was an important factor in the business, and his competition 
threatened the stability of the business, and the present case, where 
the person sought to be restrained is an ordinary employee in a 
great corporation. 

The temporary injunction herein should be modified and 
vacated, except to enjoin the defendant Warren from disclosing 
any of plaintiff’s secrets of manufacture relating to apparatus, 
machinery, processes, appliances, methods, manipulations, opera- 
tions, or otherwise, which he may have learned in connection with 
his employment by the plaintiff. 

Motion granted as aforesaid with $10 costs of motion to each 
of the defendants to abide the event. 

So ordered. 
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FrevertT MACHINERY CoMPANY v. HoLLANDER MACHINERY 


CoMPANY 
(108 New York Misc. Reps. 168) 


Supreme Court of New York, Special Term 
July, 1919 


Trape-Marks—SIMILariTY—LikELInoop oF Deception. 
To constitute infringement, it is not necessary that every detail of 

a trade-mark be appropriated, nor that the trade-mark be completely 

copied. A proper test is whether, taking into account the resemblances 

and the differences, the former are so marked that the ordinary pur- 

chaser is likely to be deceived thereby. 

2, Trape-Marxs—INrrincEMENT—Proor or Actuat Deception. 

It is no defense to a motion for an injunction to restrain the in- 
fringement of a trade-mark that no proof of actual deception has been 
shown. It is the liability to deception which the remedy may be in- 
voked to prevent. 









On motion for an injunction. Motion granted. 





Jay Noble Emley, of New York City, for motion. 
David P. Siegel, of New York City, opposed. 









Luce, J.: This is a motion— 
“for an order restraining the defendants, their servants and agents, from 
placing or causing to be placed upon their tools and machinery any imita- 
tion of the plaintiff’s trade-mark and label,” etc. 

Plaintiff and defendant are both in the same line of business, 
with the exception that plaintiff deals in both new and second-hand 
machinery, whereas defendant deals solely in second-hand ma- 
chinery. It appears that plaintiff's trade-mark was adopted in 
1907, and that the trade-mark of defendant was adopted by it 
about six months ago. The papers before the court show that the 
plaintiff and its predecessor in interest have extensively advertised 
the said trade-mark through catalogues and otherwise through the 
mails for a great number of years and its trade-mark is generally 
known to the machinery trade. It also appears that the plaintiff 
has had manufactured for it and sold under its own name and trade 
mark hand power traveling cranes and polishing machines, and 
that all machines and tools sold by it have borne this trade-mark. 
By the affidavit of one Cotton, a customer of plaintiff's, it appears: 
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“My sole guidance in buying machinery, either new or second hand, 
is by reason of the Frevert Machinery Company trade-mark, and I am not 
primarily concerned with the name or make of the machinery. In fact, I 
have bought machines irrespective of the maker, simply because the trade- 
mark of the Frevert Machinery Company appeared on the machinery and 
tools.” 

In the affidavit of one Robidoux, another customer of plaintiff's, 
it is said: 

“Whenever I need machinery, I am guided almost entirely by the 
recommendations of the Frevert Machinery Company with reference to 
my needs, and never buy anything on the strength of the name of the maker 
alone. If the Frevert Machinery Company’s trade-mark is upon a machine, 
I am satisfied to buy same from the plaintiff herein, either new or second 
hand.” 

Plaintiff alleges, and the proof shows, that it does sell its tools 
or machines because its trade-mark is affixed thereto, and that many 
of its customers rely entirely upon the plaintiff's recommendations 
on tools and machines, and plaintiff attaches its trade-mark to the 
machines and tools sold by it. Catalogues are submitted showing 
machines that plaintiff sells under its trade-marks. Plaintiff sub- 
mits proof that its sales manager was deceived into believing that 
defendant’s trade-mark was that of the plaintiff. Defendant ad- 
mits that its attention was called to the similarity in design of the 
two trade-marks, and that— 


“it agreed to destroy the name plates on hand, provided plaintiff paid it 
the value thereof, to wit, $30, and to discontinue using same, for rather 
than become involved in a lawsuit the defendant was willing to discontinue 
the particular design, since same meant nothing in a business way.” 
Defendant’s president admits in his affidavit that the design of 
the defendant’s trade-mark is identical with that of the plaintiff. 
A comparison of the two trade-marks in question shows that the 
devices used are identical, and the character of type, words used 
and their arrangement are almost identical. True, there are dif- 
ferences in names, etc., but the similarity between the two trade- 
marks is none the less objectionable, because its separate features, 
when examined in detail, are not found to be copies of the corre- 
sponding features in plaintiff's trade-mark. See Luyties Bros. v. 
Zimmermann & Co., 149 App. Div. 542 [2 T. M. Rep. 286] ; Kalish, 
Inc., v. Harper, 184 id. 684. It is not necessary, to constitute in- 
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fringement, that every element of a trade-mark be appropriated, 
nor that the trade-mark be completely copied. A proper test is 
whether, taking into account the resemblances and differences, the 
former are so marked that the ordinary purchaser is likely to 
be deceived thereby. In the case at bar it is admitted that the de- 
sign of plaintiff’s trade-mark has been copied by defendant, or at 
least that the designs are identical, and a comparison of the two 
trade-marks convinces the court that the character of the lines and 
the arrangement of the words are identical. Plaintiff’s trade-mark 
is a fanciful and arbitrary one, and the use of an almost identical 
trade-mark by a competitor in trade for similar tools and machinery 
is a very obvious invasion of plaintiff’s rights. It is no defense to 
say that the plaintiff has no trade-mark in the words “lathes, 
shapers, millers, planers, tools.” Plaintiff does not claim to have 
a trade-mark in these words. Plaintiff’s trade-mark is in the de- 
sign, and the words are merely incidental. Defendant may use the 
same words, provided it does not make use of the same design. De- 
fendant makes much of the point that no one has been shown to have 
been deceived by the similarity in the two trade-marks. Plaintiff 
shows that its sales manager was so deceived. However, it is no 
defense to a motion for an injunction that no such proof was sub- 
mitted. As was said in T. A. Vulcan v. Myers, 139 N. Y. 364, 
367: 


“No evidence was given or offered to show that any person had actually 
been deceived by the imitation of the plaintiff's trade-mark, and we think 
that none was necessary for the maintenance of the action. It is the 
liability to deception which the remedy may be invoked to prevent.” 


In Kalish v. Harper, supra, the court said: 


“The motion for an injunction was denied upon the ground that there 
was no proof of deception. No such proof is necessary. Although the 
complaint alleges that the simulation of plaintiff’s trade-mark tended to and 
did result in deception, the right to an injunction sufficiently appears when 
it is shown that there has been an unlawful invasion of plaintiff’s property 
right in its trade-mark.” 


It is the liability to deception and consequent injury which 
justifies the issuance of an injunction. See German American 
Button Co. v. Heymsfeld, Inc., 170 App. Div. 416, 421 [6 T. M. 
Rep. 87,91]. Motion is granted, with ten dollars costs. 
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TriaNecLte Waist Company, INc., v. TriaNcte GarMENT Manv- 


FACTURING COMPANY 
(N. Y. Law Journal, Nov. 1, 1919) 


Supreme Court of New York, Special Term 
October, 1919 


Trape-NamME—“TRIANGLE.” 

Where defendant had adopted the name “Triangle Garment Manu- 
facturing Company” because its business was conducted in a building 
of triangular shape and known to the public as the “Triangle Corner,” 
the name was held not to be merely fanciful and arbitrary. 


Motion for a restraining order pendente lite. Denied. 


GiecericH, J.: The plaintiff moves for an order pending the 
trial to restrain the defendant from using the name “Triangle Gar- 
ment Manufacturing Company,” or from using the name “Triangle” 
alone or in connection with any other words. The plaintiff was 
organized as a corporation in July, 1911, and is engaged in the busi- 
ness of manufacturing waists and middy blouses. For fifteen years 


prior to such incorporation a similar business had been carried on 
by two individuals as copartners under the firm name “Triangle 
Waist Company.” One of the two individuals is now the vice- 
president of the plaintiff. Upon the incorporation of the plaintiff 
the assets and good-will and trade-name of the former copartner- 
ship were transferred to the plaintiff. In support of the motion it 
is claimed that the name “Triangle Waist Company” is fanciful 
and arbitrary, and not used to designate the class or quality of the 
merchandise manufactured by the plaintiff. Among other things, 
it is also asserted that the use by the defendant of its name has 
brought about great confusion and annoyance in the transaction of 
the plaintiff's business, but the statements concerning particular 
instances of such confusion are few and meagre. On behalf of the 
defendant it is stated that prior to its incorporation the vice-presi- 
dent of the defendant was engaged in business at One Hundred and 
Twenty-first Street and Eighth Avenue, under the registered name 
of “Triangle Manufacturing Company,” and that the name “Tri- 
angle” had been selected by reason of the fact that the building in 
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which such business was then conducted was of a triangular shape, 
and known to the public as the “triangle” corner. It is also stated 
that continuously for the past four years goods manufactured by 
the defendant have been advertised under the name “Triangle 
Manufacturing Company,” or “Triangle Garment Manufacturing 
Company.” It is also stated on behalf of the defendant that the 
plaintiff's name does not appear in the telephone directory, and 
attention is called to the fact that the telephone directory for the 
Boroughs of Manhattan and the Bronx contains upwards of forty 
listed names of concerns engaged in a great variety of lines of busi- 
ness, the first word of the names of which concerns, in each in- 
stance, is the word “Triangle.” It would seem that the plaintiffs 
are wrong in their contention that the word “Triangle” is a purely 


fanciful and arbitrary name. It may be it is not used to designate 


the class or quality of merchandise manufactured or the particular 
business which a concern is engaged in, but there are other things to 
designate beside class or quality of merchandise manufactured, and 
one of the most important and commonest of such things to be desig- 
nated is location, and it is undisputed that it was such an entirely 
natural and legitimate use of the term which originally gave rise to 
its employment by the defendant. I am very clearly of the opinion 
that the plaintiff’s motion should be denied, with $10 costs. Settle 
order on notice. 


GRIFFIN, ET AL. v. Metat Propuct Co. 
(107 Atlantic Rep. 713) 


Supreme Court of Pennsylvania 


March 24, 1919 


Trape-Names—Uwnirorm Sates Act. 

Under the section of the Uniform Sales Act which provides that 
in case of a contract to sell or a sale of a specified article under its 
patent or other trade-name, there is no implied warranty as to its fit- 
ness for any particular purpose, “high-speed steel” is not a trade-name 
for steel. 
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Appeal from the Court of Common Pleas of Beaver County, 
Pennsylvania. 

Action of assumpsit for goods sold and delivered. From a judg- 
ment in favor of plaintiffs defendant appeals. Judgment reversed, 
and a venire facias de novo awarded. 


Wm. A. McConnel, of Beaver, for appellant. 
Frank E. Reader and W. 8. Moore, both of Beaver, for ap- 
pellees. 


Simpson, J.: Defendant, a manufacturer of Pittsburgh, Pa., 
purchased from plaintiffs, who were in business in New York City, 
certain high-speed steel, f. o. b. the shipping point in New York. 
Defendant alleges that when the steel arrived it appeared to be in 
good condition, fit for making tools therefrom, for which purpose 
plaintiffs knew it was purchased, but, after expenses had been in- 
curred in endeavoring to make the tools, it was found to be unfit 
therefor, or for any other manufacturing purpose, and only valuable 
as scrap steel. The verdict was for plaintiffs for the full amount 
of their claim, judgment was entered thereon, and defendant 
appeals. 

At the trial no question was raised as to the quantity of steel 
shipped to and received by defendant, as to the prices to be paid for 
it, or as to the credits to be allowed, and it was admitted plaintiffs 
knew the purpose for which it was purchased. The dispute cen- 
tered around three matters: Was the steel of a quality reasonably 
fit for the making of tools? Was there an express warranty it 
should be? And was there an implied warranty it should be reason- 
ably fit for the purpose, because of plaintiff's knowledge of the 
purpose for which it was purchased? As to the first and second of 
those questions no difficulty arises; the evidence was ample to submit 
to the jury, and the charge of the court below in regard thereto is 
unobjectionable. The rulings on the third, however, constitute 
serious error. 

As the steel was to be delivered f. o. b. the shipping point in 
New York, the contract was a New York contract, to be interpreted 
according to the law of that State, which, on this matter, is the same 
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as our own, owing to the adoption by each State of the Uniform 
Sales Act. The paragraphs thereof that need be considered are 
the following, numbered according to the Pennsylvania Act of May 
19, 1915 (P. L. 548): 


“Sec. 15. * * * First. Where a buyer, expressly or by implication, 
makes known to the seller the particular purpose for which the goods are 
required, and it appears that the buyer relies on the seller’s skill or judg- 
ment (whether he be the grower or manufacturer or not), there is an im- 
plied warranty that the goods shall be reasonably fit for such purpose. 
* * * 


“Fourth. In the case of a contract to sell or a sale of a specified 
article under its patent or other trade-name, there is no implied warranty 
as to its fitness for any particular purpose.” 

“Sec. 69. First. Where there is a breach of warranty by the seller, the 
buyer may, at his election— 

“(a) Accept or keep the goods and set up against the seller the breach 
of warranty by way of recoupment in diminution or extinction of the price. 
* * * 

“Sixth. The measure of damages for breach of warranty is the loss 
directly and naturally resulting, in the ordinary course of events, from 
the breach of warranty. 

“Seventh. In the case of a breach of waranty of quality, such loss, in 
the absence of special circumstances showing proximate damage of a greater 
amount, is the difference between the value of the goods at the time of de- 
livery to the buyer and the value they would have had if they had answered 
to the warranty.” 


Much of the difficulty in the case arose from the erroneous con 
clusion of the trial judge that “high-speed steel” is a trade-name 


under section 15, clause fourth, above quoted. In his charge he 
said: 


“It seems clear to the court that high-speed steel is a trade-name indi- 
cating a particular kind of steel.” 


But he submitted the question to the jury, telling them, if they 
found it was a trade-name, there was no implied warranty, and 
plaintiffs were entitled to their verdict. In his able argument in 
this court, plaintiffs’ counsel admitted there was no evidence justify- 
ing the submission of that question. There was evidence as to what 
constituted high-speed steel, and that each manufacturer thereof 
had a separate and distinct trade-name for the particular high-speed 
steel manufactured by him; but beyond this the evidence did not go. 

Plaintiffs were permitted to produce evidence of an alleged gen- 
eral custom in the trade—contradicting the provisions of the Sales 
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Act above quoted—to the effect that, if a buyer discovers defects in 
high-speed steel, his only right is to return it and receive credit for 
the contract price. When, however, defendant asked a witness, who 
had many years’ acquaintance with the business and its customs, 
whether or not he had ever heard of such a custom, the evidence 
was objected to and overruled. To each of these rulings defendant 
excepted, and each is assigned as error. Plaintiffs, recognizing 
the fact that one or the other must be erroneous, now claim the 
proof offered by them was rather of a practice in the business than 
of a custom or usage thereof. This, however, would not relieve the 
error, and moreover would transfer it only from the refusal to 
admit defendant’s evidence to the admission of plaintiffs. From the 
latter the jury might have concluded, and for all we can know did 
conclude, that under the alleged custom defendant’s only right was 
to return the steel, and, not having done so, could not recoup the 
loss by reason of its defects. 

It was also error to refuse to permit defendant to show the ex- 
penses incurred in the endeavor to make tools from the steel, before 
it discovered the impossibility of so doing. The inquiry was shut 
off at the beginning, for the witness was not even allowed to state 
whether he knew what the expenses were. The objection to the 
evidence is founded on section 69, clauses sixth and seventh, above 
quoted, which says a buyer is entitled to set off only “the loss directly 


and naturally resulting in the ordinary course of events,’ which, 


‘ 


‘in the absence of special circumstances showing proximate damage 
of a greater amount, is the difference” between the value of the 
steel as it was and as it would have been had it “answered to the 
warranty.” It is difficult to understand what loss could more 
directly and naturally result, in the ordinary course of events, than 
the initial expenses incurred in using the steel, when the defects in 


it were not otherwise discoverable. What those expenses were, and 


whether or not any of them were too remote, is not disclosed, because 
no inquiry into the matter was permitted. When the evidence is in, 
or is specifically offered, the court can determine the question of 
remoteness, which, after all, is generally one of degree. That such 
expenses are allowable, if not too remote, has often been decided, 
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both before and since the passage of the Sales Act. Williston on 
Sales, § 614. 

In the first argument in this court, plaintiffs’ counsel claimed 
the judgment should not be reversed, notwithstanding the errors 
above set forth, because the evidence was insufficient to justify the 
jury in finding an implied warranty. The basis of this contention 
was that under section 15, clause first, above quoted, there would 
have to be express notice to the seller of an intention to rely on his 
skill and judgment before the implied warranty could arise. When, 
however, the case was heard on a reargument ordered upon this 
specific ground, he frankly admitted there was “evidence from which 
an implied warranty could be found under, the provisions of the 
Sales Act.” This was the opinion of the trial judge, and we think 
it is correct. Before the passage of the act, it had been repeatedly 
so held, so far as relates to the grower or manufacturer of the goods 
sold, and the only change made thereby was to extent the rule to 
every seller, “whether he be the grower or manufacturer or not.” 

In Kellogg Bridge Co. v. Hamilton, 110 U. S. 108, 3 Sup. Ct. 
537, 28 L. Ed. 86, it is said: 


“When, therefore, the buyer has no opportunity to inspect the article, 
or when, from the situation, inspection is impracticable or useless, it is 
unreasonable to suppose that he bought on his own judgment, or that he did 
not rely on the judgment of the seller as to latent defects of which the 
latter, if he used due care, must have been informed during the process of 
manufacture. If the buyer relied, and under the circumstances had rea- 
son to rely, on the judgment of the seller, who was the manufacturer or 
maker of the article, the law implies a warranty that it is reasonably fit 


for the use for which it was designed; the seller at the time being informed 
of the purpose to devote it to that use.” 


In substance, we also so held in Erie City Iron Works v. Barber, 
106 Pa. 125, 51 Am. Rep. 508, and in American Home Savings 
Bank v. Guardian Trust Co., 210 Pa. 820, 59 Atl. 1108. 


The judgment of the court below is reversed and a venire 
facias de novo awarded. 
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